
TECHNOLOGY LICENSING AGREEMENT

This TECHNOLOGY LICENSE AND MONETIZATION AGREEMENT (the “Agreement”) is dated as of         ____________________ by and between 

Indian Institute of Technology Tirupati, a statutory body constituted under the an Institute formed under the Institutes of Technology Act, 1961 having its  office at Tirupati - Renigunta Road, Settipalli Post, Tirupati - 517506, Andhra Pradesh, India represented by the Dean, CSRC, duly authorized by the Director, IIT Tirupati hereinafter called ‘Institute’, which expression shall, unless repugnant to the context or meaning thereof, be deemed to mean and include its successors-in-interest & permitted assigns.

AND

<PARTY NAME> incorporated under the laws of India and having its principle place of business at 
<CONTACT DETAILS> hereinafter referred to as ‘<PARTY NAME>’ which expression shall, unless repugnant to the context or meaning thereof, be deemed to mean and include its successors-in-interest & permitted assigns.
Institute and <PARTY NAME> shall also be jointly referred to as Parties and individually as Party herein.

WHEREAS:

a. Institute which is a leading academic and research institution established by the Government of India, has developed certain Inventions (as defined below) for which technology for which certain patent applications have been filed as set out in Annexure A.
b. <PARTY NAME>  which is in the business of <………….>
c. The parties have entered into a Non-Disclosure Agreement dated ____ pursuant to which certain information has been shared with <PARTY NAME>. The Non-Disclosure Agreement will continue to be in force and shall merge with the terms of this Agreement.

d. <PARTY NAME> has approached the Institute and the Institute is agreeable to provide a limited license to enable <PARTY NAME> use the Institute’s Invention to carry-out certain Modifications and monetize the Inventions  for the mutual benefits of the parties upon terms and conditions more fully set out herein.

NOW, THEREFORE, in consideration of the mutual promises contained herein, the Parties hereby agree as follows:

1. DEFINITIONS.  The following definitions set forth below apply to this Agreement:
1.1. “Fees” means the Fee more fully set out in Annexure B, or any other amounts due from <PARTY NAME> to Institute hereunder.

1.2. “Field” means the use of the Inventions in the field of -----------
1.3. “Modifications” means customization of the Invention to suit the product requirements of the potential customers, by carrying out translations, customization, derivative works and other changes to the Invention.

1.4. “Inventions” is the process, know-how, technology, software relating to the Inventions for which patent applications have been filed as set out in Annexure A.
1.5. “License Fee” means the fee for the licenses granted hereunder, as set forth in Annexure B.
1.6.  “Maintenance Fee” means the fee for Maintenance Services, as set forth in Annexure B.

1.7. “Net Sales” means and includes sales net of applicable taxes, cess and duties and all outgoings payable to any person, agency or authority related to the marketing and sale of products using the Invention and the Technology and including the costs relating to the services associated with the use of the product but not net of receivables or deliverables.
1.8. “Revenue” shall be the amounts referred to in clause 6 and as set out in Annexure B.
1.9. “Term” is defined in Clause 12.
1.10. “Territory” means the use of the Inventions within the territory of India.
2. LICENSE GRANT / MONETIZATION
2.1. LICENSE GRANT.   Institute grants to <PARTY NAME>  non‑exclusive, non-transferable (except as set forth in 
Clause 22), (subject to payment of the Fees as set out in this Agreement), license to use, 
manufacture a prototype, customize to the requirements of any potential customers and utilize the Invention 
as necessary or appropriate to the creation, modification, marketing, customization, 
demonstration, training or support of its and/or potential licensees/third party’s products in the Field of 
<………...>
2.2. and within the Territory of India. 
2.3. Unless expressly permitted under this Agreement or otherwise by the Institute, <PARTY NAME> shall not:
2.3.1. Distribute in any manner any of the Invention, its derivatives or any portion thereof;

2.3.2. Decompile or reverse engineer any object code form of any portion of the Invention;

2.3.3. Rent, lease, license, transfer or otherwise provide access to the Invention or related components or transfer or assign the Invention or its rights under this Agreement; or

2.3.4. Enter into any agreements with any third parties in relation to the Invention without entering into a Non-Disclosure agreements with the potential licensees/customers; or

2.3.5. Enter into any agreement with any third party licensees or customers without the Institute’s prior consent in writing.
2.3.6. Sell, transfer, assign or license any part of the Invention or this Agreement without the prior written consent of the Institute.
2.3 In case further work or research collaboration or testing is required, <PARTY NAME>  and IITT shall enter into a 
separate JDA/Consultancy upon terms mutually agreeable.
3. OWNERSHIP OF TECHNOLOGY.

3.1.  Institute represents and warrants to <PARTY NAME>  and <PARTY NAME> a acknowledges that (i)    



 Institute is the sole owner of the Invention identified on Annexure A
3.2.  All the rights in intellectual property owned by each party prior to the effective date of this Agreement or     

        independently developed during the term of the Agreement, but outside the scope of the parties’ 
        relationship hereunder, shall remain with the respective party.  Each party agrees that it has no right, title 
        or interest in the other party’s technology.  For the avoidance of doubt, the parties agree that Institute 
                 retains ownership rights in its trademarks and no license thereof is granted hereunder.

3.3.  <PARTY NAME> agrees that all the modifications made to the Invention in the future are owned by Institute, except 
        as expressly set forth herein. 
4. CONFIDENTIALITY.

4.1.  "Confidential Information" means (1) the Invention; (2) any and all other information, including any copies, notes or extracts thereof, disclosed by either party orally, electronically, visually, or in a document or other tangible form and is identified as confidential and/or proprietary; (3) any test results, error data, or other reports, made by the parties in connection with the license rights granted under this Agreement or when Institute is providing support and maintenance services; and (4) the terms and conditions of this Agreement.   Confidential Information does not include information that the receiving party can clearly establish by written evidence: (A) is available or becomes publicly available without breach of this Agreement; (B) is explicitly approved for release by prior written authorization of the disclosing party; (C) is lawfully obtained from a third party without a duty of confidentiality; (D) is lawfully known by the receiving party prior to disclosure by the disclosing party; or (E) is independently developed by the receiving party without use of the Confidential Information of the disclosing party or without a breach of this Agreement by .the other party.

4.2.  Each party will not use the other party’s Confidential Information except as necessary for the performance of this Agreement and will not disclose such Confidential Information to any third party except to those of its employees and subcontractors that need to know such Confidential Information for the purpose of performing this Agreement, provided that each such employee and subcontractor is subject to a written agreement that includes binding use and disclosure restrictions that are at least as protective as those set forth herein.  Each party will use all reasonable efforts to maintain the confidentiality of all of the other party’s Confidential Information, but in no event less than the efforts that such party ordinarily uses with respect to its own proprietary information of similar importance.  The foregoing obligations will not restrict either party from disclosing Confidential Information of the other party pursuant to the order or requirement of a court, administrative agency, or other governmental body, provided that the party required to make such a disclosure gives reasonable notice to the other party to enable it to contest the order or requirement.  In addition, each party may disclose the terms and conditions of this Agreement: (1) as required under applicable securities regulations; (2) on a confidential basis to its legal or financial advisors; and (3) on a confidential basis to present or future providers of venture capital and/or potential private investors in or acquirers of such party. 

5. FEES/REVENUE SHARE.  

5.1.  In consideration of the licenses granted hereunder:

5.1.1.  <PARTY NAME>  shall pay the amount as described on Annexure  B. 
5.1.2. All Fees are due and payable fifteen (15) days from <PARTY NAME> receipt of a valid invoice.  

5.1.3. All Fees are exclusive of all taxes, levies, tariffs, custom duties, and set offs, including but not limited to withholding taxes, all of which taxes shall be paid by <PARTY NAME> , Institute is exempt from deduction of TDS and will provide the certificate to <PARTY NAME>  and therefore TDS will not be deducted on payments to the Institute.

5.2  <PARTY NAME>  agrees to pay Institute, Royalty on units sold, incorporating said Invention as per Annexure B
Item 3 and their audited statement of accounts. 
5.3  In addition, <PARTY NAME>  will pay IITT an down payment payable on signing of the agreement & Annual
 fixed payment ref Item 1& 2 of Annexure B.
6 <PARTY NAME>  shall provide the audited statement of accounts and a statement certified by its accountant showing the net units sold. This statement shall be provided by <PARTY NAME> to the institute within a period of 30 days form the end of the financial year or if the audited accounts is not ready by this date.
7 All licensing royalties, fees, payments & reimbursements will be payable from Effective Date for the period of each patent.
8 DELIVERY. The Invention, associated tools and editable documentation (inclusive of all documentation described in Exhibit A (collectively, “Deliverables”) will be delivered to the <PARTY NAME>  as soon as practical after the Effective Date of this Agreement. The development of protocol, testing and customization shall be carried out by <PARTY NAME> with the consultation and consent of the Designate.
9 LIMITED WARRANTY.  
9.1 Institute warrants that all Services will be performed in a professional manner by qualified personnel. 
9.2  Institute warrants that it is the owner of the Invention and all intellectual property rights therein and thereto, and that it has the right to grant the licenses granted herein.
9.3 To the maximum extent permitted by law and except as specifically set forth, the Invention is provided on an “As-Is” basis, and the Invention is provided without warranties of any kind, either express or implied and whether arising under law or from the course of performance, course of dealing or usage of trade including, without limitation, any warranties of merchantability or fitness for a particular purpose and the Institute does not warrant, guarantee or make any representations regarding the use or the results of the test or any accompanying written materials in terms of their correctness, accuracy or otherwise. 
9.4 Nothing contained in this Agreement shall restrict the Institute’s right to use the Invention for research or academic purposes. Institute shall also be entitled to enter into any other arrangement, agreement or contracts in relation to the Inventions.

10 INDEMNIFICATION.  
10.1 <PARTY NAME>  will defend, indemnify and hold harmless the Institute, its employees and researchers, 




and each of their officers, directors and employees from and against all liability, damages, costs (including     

attorney’s fees and expenses) arising out of any action brought against it (or any such party) based on a claim that the Invention or the use of it in accordance with this. Institute shall have no liability under this Clause if the alleged infringement arises from (i) the use of the Invention other than in the manner specified in the applicable documentation, if such action would have been avoided but for the use in such manner, (ii) Modifications made by or for the <PARTY NAME> (other than by Institute) or (iii) a combination of the Invention with other hardware, firmware or software not provided by Institute, if such action would have been avoided but for such use or combination.  The terms of this Clause state Institute’s entire liability and <PARTY NAME>  exclusive remedy for infringement claims. 
10.2 <PARTY NAME> will defend, indemnify and hold harmless Institute, and each of their officers, directors and employees from and against all liability, damages, costs (including attorney’s fees and expenses) arising out of any action brought against Institute (or any such party) based on a claim that the Invention, together with the Modifications, infringes any third party trade secret, copyright, patent or other intellectual property right, where such claim would not have been available with respect to the Invention absent the Modifications. 
11 EFFECTIVE DATE AND DURATION.  
11.1 This Agreement shall be effective ______________ (the “Effective Date”) and shall remain in effect until a period of five (5) years unless earlier terminated pursuant to the terms hereof (the “Term”).
11.2  If, prior to the payment of all undisputed Fees owed by <PARTY NAME>  under Annexure B, a receiver is appointed over the whole or part of the assets of <PARTY NAME>, or if a petition is filed by or against <PARTY NAME>  initiating any bankruptcy reorganization proceeding or if <PARTY NAME>  makes an assignment for the benefit of creditors, or if any order is made or resolution is adopted for the dissolution of <PARTY NAME>  or if <PARTY NAME>  sells, enters into a joint venture or any arrangement with any third party, then <PARTY NAME>  shall immediately notify Institute of such event, and Institute may at its sole discretion terminate this Agreement by written notice thereof within thirty (30) days after receipt of <PARTY NAME> notice, effective upon the date of its sending. 
11.3 Notwithstanding anything to the contrary set out in this Agreement, in the event of breach of this Agreement, this Agreement may be terminated at the option of the non-breaching party, by written notice thereof to the breaching party, specifying in reasonable detail the reason for termination, if the breaching party breached or otherwise fails to perform or comply in a material respect with a material obligation or covenant, and such breach or failure is not cured within thirty (30) days of receipt of such notice. 
11.4 Except for termination upon breach of Clause of this Agreement by the <PARTY NAME>, upon termination of this Agreement prior to its expiration per Clause 11.1. upon any termination or expiration of this Agreement, those provisions that expressly or by their nature survive, including Clauses1, 2, 3, 4,10 and 14 through 22 shall survive.  All other rights and obligations of the parties shall cease upon expiration or termination of this Agreement. 
11.5 In the event of breach by the <PARTY NAME>  of Clause 4.1 of this Agreement and subsequent termination in accordance with Clause 11.3 of this Agreement, within ten (10) days after termination of this Agreement, <PARTY NAME> shall cease and desist all use of the Invention or the Modifications using the Invention, documentation, materials and Modifications and shall return to the Institute full or partial copies of the Invention, documentation, materials and Modifications in the <PARTY NAME>  or possession or under its control. <PARTY NAME>  shall also return all materials, data or information in relation to the Invention to the Institute.

12 NOTICES.  Any notice or demand which under the terms of this Agreement or under any statute must or may be given or made by Institute or <PARTY NAME>  shall be in writing and shall be given or made in person or by overnight express delivery via federal express or a similar commercial express carrier, addressed to the respective parties at the addresses indicated on the first page of this Agreement (or an updated address communicated by a party to the other in writing) or any email sent to the concerned party.  The effective dates of such notice shall be (1) upon evidence of successful facsimile transmission, or (2) upon the date of receipt of the express delivery as evidenced by the carrier’s systems, or (3) when delivered, if in person. The above addresses may be changed at any time by giving prior written notice as above provided.

13 COMPLIANCE WITH LAWS.  Institute and <PARTY NAME>  shall comply, at their own expense, with all applicable federal, state, local and foreign laws, ordinances, regulations and codes in the performance of the Agreement.  Institute and <PARTY NAME>  agree to indemnify, defend and hold each other harmless from and against any losses, damages, claims, demands, suits, liabilities, fines, penalties, and expenses (including reasonable attorneys' fees) that arise out of or result from any failure to do so. 

14 CHOICE OF LAW; ARBITRATION. Any dispute relating to this Agreement which is not amicably settled between the Parties within 45 days, shall be referred to and finally resolved by arbitration under the Arbitration and Conciliation Act 1996, which Rules are deemed to be incorporated by reference into this Clause. The arbitration shall be conducted by a sole arbitrator appointed by the parties by mutual consent and in case of no consent within 30 days of an arbitrator being proposed by one of the parties, the parties may appoint an arbitrator each who may then appoint a presiding arbitrator. The venue for the arbitration shall be Chennai.  Notwithstanding the foregoing, a party may bring a claim for immediate injunctive relief where appropriate in a court in such jurisdiction. The parties agree to submit to the exclusive jurisdiction of the Courts at Chennai.

15 LIMITATION OF LIABILITY.  EXCEPT WITH REGARD TO INDEMNIFICATION OBLIGATIONS  UNDER CLAUSE 10 OR BREACH OF CONFIDENTIALITY UNDER CLAUSE 4, (A) IN NO EVENT WILL EITHER PARTY BE LIABLE TO THE OTHER FOR INDIRECT, INCIDENTAL, SPECIAL, CONSEQUENTIAL OR EXEMPLARY DAMAGES ARISING OUT OF OR RELATED TO THIS AGREEMENT, INCLUDING BUT NOT LIMITED TO, LOST PROFITS OR BUSINESS, EVEN IF IT HAS BEEN ADVISED OF THE POSSIBILITY OF SUCH DAMAGES. REGARDLESS OF THE CAUSE OF ACTION OR THE FORM OF ACTION, AND (B) IN NO EVENT WILL THE LIABILTY OF EITHER PARTY HEREUNDER EXCEED THE FEES.
16 FORCE MAJURE.  Neither party shall be held responsible for any delay or failure in performance of any part of this Agreement, except for payment obligations, to the extent such delay or failure is caused by fire, flood, strike, civil, governmental or military authority, act of God, or other similar causes beyond its control and without the fault or negligence of the delayed or nonperforming party or its subcontractors.  

17 WAIVER.  The failure of either party at any time to enforce any right or remedy available to it under this Agreement or otherwise with respect to any breach or failure by the other party shall not be construed to be a waiver of that right or remedy with respect to any other breach or failure by the other party.

18 SEVERABILITY.  If any of the provisions of this Agreement shall be invalid or unenforceable, the invalidity or unenforceability shall not invalidate or render unenforceable the entire Agreement, but rather the entire Agreement shall be construed as if not containing the particular invalid or unenforceable provision or provisions, and the rights and obligations of the parties shall be construed and enforced accordingly.

19 SIGNATURE.  The parties shall be entitled to rely upon and enforce a facsimile (including an electronic image) of any authorized signatures as if it were the original.

20 ENTIRE AGREEMENT.  This Agreement shall constitute the entire agreement between the parties with respect to the subject matter of this Agreement shall not be modified or rescinded, except by a writing signed by Institute and <PARTY NAME>. The provisions of this Agreement supersede all contemporaneous oral agreements and all prior oral and written communications and understandings of the parties with respect to the subject matter of this Agreement.

21 ASSIGNMENT.  This Agreement may not be assigned in whole or in part by either party without the written consent of the other, which consent will not be unreasonably withheld,. 

22 PUBLICITY.  No advertising, press releases, or similar public information concerning this Agreement will be published or caused to be published by either party without the prior written consent of the other party.  Each party shall obtain the other's consent prior to any publication, presentation, public announcement or press release concerning the existence or terms and conditions of this Agreement. The arrangement with <PARTY NAME> may be listed in the regular list of the Institute’s collaboration. The parties shall not use the name or trade mark of the other party to this agreement except by their written consent. Accordingly, Institute shall first be allowed to peruse any publication, announcement, advertisement, Press release, broacher, text, literature, audio, visual or other content embodying, adverting or alluding to IITT, proposed by <PARTY NAME>, at least 30 days before the proposed date of such publication, announcement, advertisement or Press release, to obtain Institute’s written consent, amendment/s or refusal.

in witness whereof, the parties hereto have caused this Agreement to be executed by their duly empowered representatives.

	<PARTY NAME>
	INDIAN Institute OF TECHNOLOGY TIRUPATI, ( Institute )

	Signature: 

	Signature: 


	Printed Name:________________________________
	Printed Name: 

	Title:___________________, <PARTY NAME>
	Title:
 Dean, CSRC

	Date:




	Date:






TECHNOLOGY LICENCING AGREEMENT

Dated
Indian Institute of Technology Tirupati
and

<PARTY NAME> 

ANNEXURE A

[Page (1/1)]
	IITT References
	Title of Invention Technology
	Application No. & Dt.
	Designated Faculty
	Signature

	………
	……………………..
	……………
	…………………
	…………….

	
	
	
	………………….
	………………..


TECHNOLOGY LICENSING AGREEMENT

Dated

Indian Institute of Technology Tirupati
and

<PARTY NAME> 

ANNEXURE B

1) Down-payment of <……….> on signing of the agreement
2) Annual payments



<PARTY NAME>  will pay IIT Tirupati

   
1st Yr of Grant           2nd Yr of Grant  
 3rd Yr of Grant
       4th Yr of Grant
5th Yr of Grant
    
<……….>                      <……….>
                  <……….>
          <……….>
                 <……….>                          
(The above amounts will fall due at the start of the agreement and every year thereafter. The amounts shall be paid within a period of 15 days from the date of receipt of Invoice from the Institute).

3) Royalty
(i) Royalty will be based on the sale price of the final product (Pericardial Patches).
(ii) The rate of royalty will be two and half percent (2.5%) of the net sale price.
(iii) The royalty will be payable for the life time of the technology incorporated (as per Annexure A) in the final product (Pericardial Patches).
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